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INTRODUCTION

Baseball is big business, both cumulatively and on an individual team basis. An important component of the monies earned are
revenues generated from the names of the teams and their respective distinctive logos. Unfortunately, in this age of limited loyalties
and financial pressures individual teams have become transient.
This gives rise to some interesting questions concerning the names
and logos in the context of their association with the team's prior
location. What happens to the name of the team when the team
leaves town? Do the name and the logo of the former team belong
to the world, or at least to that community? Who owns the names
of the St. Louis Browns or the Boston Braves? If and when a new
team moves into town, is it free to adopt the name of the departed
team? Suppose that, someday, Major League Baseball decides to
give the people of the nation's capital another opportunity to support a team, can the owners of the new team call it the Washington
Senators?
II.

THE LAW OF TRADEMARKS

A trademark is a wonderful concept. Created by federal, state,
or common law, a trademark gives identity to a product or a business. A trademark may be many things. It may be a novel combination of letters that over time become a widely recognized word:
Xerox or Exxon or Kodak. It may be a family surname or a Christian name-Ford or McDonald or Howard Johnson. It may be a
*
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variation of a common word-Coke. It may be a combination of
familiar words: "Taster's Choice" or "Extra Strength Pain
Reliever." It may be an expression: "We do it all for you" or "Like
a good neighbor, State Farm is there" or "The pause that
refreshes." It may be a design: the golden arches or the Nike
swoosh. It may be a shape: the Coke bottle. It may be a number:
4711 for cologne. But regardless the objective is the same: the mark
serves to distinguish the goods or services of one company from
another.
The Trademark Act of 1946, popularly known as the Lanham
Act, is the federal statute governing trademarks.' A trademark is
defined as "any word, name, symbol, or device or any combination
thereof... used ... to identify and distinguish [one's] goods...
from those manufactured or sold by others and to indicate the
source of the goods." 2 Similarly, tradenames identify businesses;
and service marks identify services.
The intent of the Lanham Act is to supplement state trademark law. 3 Because the law of most states is a simplified version of
federal law, only applicable to a smaller geographic area and limited to local marks, this presentation focuses on federal law. In any
case, under the Supremacy Clause of the United States Constitution, the federal trademark law would preempt any conflicting state
trademarks, even though the state marks might have existed
4
previously.
Unlike other forms of intellectual property law, trademark law
rests on the principle that the owner must "use it or lose it."5
Whereas a patent lasts for 17 years, and a copyright gives protection
for the life of the author plus 50 years, a trademark lasts indefinitely, as long as it is used. However, the corollary is that if it is not
used, it is lost. Since trademark law comes out of the broader tort
concept of unfair competition, its essence rests on actual use and
the necessity of protecting one's products against a competitor.6
For example, General Motors can protect the trademark "Chevrolet" as long as it applies that mark to its products.
1. See 15 U.S.C. § 1051 et seq.
2. 15 U.S.C. § 1127 (1988).
3.

See CHARLES R. MCMANIS, UNFAIR TRADE PRACrICES IN A NUTSHELL 23 (3rd ed.

1993).
4. See, e.g., Burger King of Florida, Inc. v. Hoots, 403 F.2d 904 (7th Cir. 1968).
5. See SIEGRUN D. KANE, TRADEMARK LAW 7 (2nd ed. 1991).

6. See United Drug Co. v. Theodore Rectanus Co., 248 U.S. 90, 97 (1918).
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Names applied to businesses and goods are traditionally
divided into four basic categories: generic, descriptive, suggestive,
and arbitrary or fanciful.7
Generic terms, such as automobile or bank, can never qualify
for trademark protection. These belong to the public and should be
freely available to all competitors to describe their goods.
Descriptive terms, such as "honey-baked ham" or "homemakers," qualify for trademark protection only if they have acquired a
secondary meaning. The test of a secondary meaning is whether
the consumers and purchasers have connected the term in question
with a particular business or source. Similarly, terms that are primarily geographically descriptive are protected only if they have
acquired a secondary meaning.
Suggestive terms are protected without a secondary meaning
because they identify the source immediately.8 A suggestive term is
not complete without human imagination, inference, and thought to
determine the nature of the goods. Terms such as "uncola," "playboy," and "contact" fall into this category.
Finally, most desirable are arbitrary and fanciful terms.9 Arbitrary terms are common words applied in an unfamiliar way, such
as "camels" for cigarettes and "ivory" for soap. Fanciful terms are
those combinations of letters created by computers or advertising
genius that are inherently distinctive, such as Exxon or Kodak.
The mere issuance of a trademark by the United States Patent
and Trademark Office is not sufficient. For a trademark to be protected, it must be used, used to more than a de minimus degree, and
used continuously. In other words, a mere nominal presence in the
marketplace is insufficient to protect the mark and "[in the
absence of continuous commercial use, the trademark owner will be
subject to claims that he is 'warehousing' his mark or has abandoned it."'"
A trademark can continue indefinitely. The rights remain in
existence and may be transferred from one party to another; however, the trademark ends and protection ceases when the mark is
abandoned or loses its distinctive nature."
7.
8.
9.
10.
11.

KANE, supra note 5, at 17.
KANE, supra note 5, at 21.
KANE, supra note 5, at 23.
KANE, supra note 5, at 67.
MCMANIS, supra note 3, at 151.
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Registration gives the holder "the exclusive.., right to use the
registered mark in commerce."' 2 The holder of a trademark is also
authorized to license others to use the mark. Otherwise, liability
attaches to any person who "use[s] in commerce any reproduction,
counterfeit, copy, or colorable imitation of a registered mark in
connection with the sale, offering for sale, distribution, or advertising of any goods or services on or in connection with which such use
is likely to cause confusion, or to cause mistake,or to deceive
....

Similarly, no one may "reproduce, counterfeit, copy, or

colorably imitate a registered mark and apply such reproduction,
counterfeit, copy, or colorable imitation to labels, signs, prints,
packages, wrappers, receptacles or advertisements intended to be
used in commerce ... in connection with which such use is likely to
cause confusion, or to cause mistake, or to deceive ....,
Infringement of a trademark requires one of three showings:
(1) likelihood of confusion by consumers between the mark(s) and
symbol(s) of the owner and other entrepreneurs; (2) the marketing
of counterfeit products by a pirate; or (3) dilution or weakening of
the trademark by the acts of another.' 5
Upon a judicial finding of infringement, the court may issue an
injunction directing the defendant to cease any future infringement,'6 order the seizure and destruction of counterfeit goods,' 7
and award a monetary judgment based on the defendant's profits or
the plaintiff's damages.' 8 Both attorneys' fees and multiple damages may be awarded in some instances. 19
A primary defense to an infringement action is the affirmative
defense of abandonment.2 ° Once an owner forfeits rights to a
mark, the mark may be claimed and used by the public at large. As
with any affirmative defense, the burden of proof rests on the
12. 15 U.S.C. § 1115(b) (1988).
13. 15 U.S.C. § 1114(1)(a) (1988).
14. 15 U.S.C. § 1114(1)(b) (1988).
15. See KANE, supra note 5, at Ch. 7. For example, the beer mark of "Where there's life,
there's Bud" was diluted by the advertising slogan of a Florida exterminator "Where there's
life, there's bugs." See Chemical Corp. of America v. Anheuser-Busch, Inc., 306 F.2d 433
(5th Cir. 1962).
16. 15 U.S.C. § 1116(a) (1988).
17. 15 U.S.C. § 1116(d) (1988).
18. 15 U.S.C. § 1117(a) (1988).
19. 15 U.S.C. § 1117(a) (1988).
20. J.THOMAS MCCARTHY, 2 MCCARTHY ON TRADEMARKS AND UNFAIR COMPETITION
§ 17.01[1] (3rd ed. 1992). The related defense of acquiescence permits a particular party to
continue use of the mark. See 3 MCCARTHY ON TRADEMARKS AND UNFAIR COMPETITION at
§ 31.14.
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defendant, the alleged infringer. The courts view abandonment as a
form of forfeiture; thus the burden is heavy.2 1 Clear and convincing
evidence is frequently required.2 2
Abandonment can occur unintentionally. Courts have identified uncontrolled licensing of the mark, the assignment of the mark
in the absence of goodwill, and the transition of the mark into a
generic term as methods by which the mark no longer serves as a
symbol of either origin or quality.23
The mark can also be abandoned by non-use. The courts have
increasingly interpreted this as requiring an explicit intent not to
resume use of the mark in commerce. For example, a mere suspension in the use of a mark because of market factors will not constitute an abandonment.2 4 On the other hand, if a company
permanently goes out of business or if the company expressly
announces its intention to no longer use a mark, the mark is considered abandoned. Abandonment may occur if the owner of the
mark fails to take action against infringers over a period of time.
Such arguments frequently raise related issues of laches or selective
enforcement.25
As applied to federal trademarks, section 1127 of the Lanham
Act defines abandonment as discontinuance of use with intent not
to resume the commercial use. Further, non-use on a nationwide
basis for two consecutive years creates a prima facie case of abandonment, although that prima facie case or presumption can be
rebutted by the registrant's showing an intent to resume use in the
reasonably foreseeable future.26 Further, courts have been willing
to find that the continued existence of goodwill in a mark will assist
in overcoming the prima facie case of abandonment. 27 The non-use
must clearly manifest an intent to permanently and irrevocably
abandon any interest in the mark.28 Once the registrant offers
some evidence to overcome the presumption, the ultimate burden
of persuasion to demonstrate abandonment rests on the infringer.29
21.
22.
23.
24.
25.

See, e.g., Saratoga Vichy Spring Co. v. Lehman, 625 F.2d 1037, 1044 (2nd Cir. 1980).
2 MCCARTHY, supra note 20, at § 17.03[3].
2 MCCARTHY, supra note 20, at § 17.02[1].
MCMANIS, supra note 3, at 151.
2 MCCARTHY, supra note 20, at § 17.05.

26. KANE, supra note 5, at 169.

27. KANE, supra note 5, at 170. For example, the mark "Rambler" continues to be protected as to automobiles, even though no longer manufactured. Id.
28. McMANIS, supra note 3, at 151.
29. 2 MCCARTHY, supra note 20, at § 17.06[2].
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Section 1127 also finds abandonment to have occurred when
the acts of the owner have caused the mark to become a generic
name or to have lost its significance as a mark. Accordingly, owners are cautious in licensing use of the mark and vigilant in policing
its use to ensure that the mark retains its role as a source of origin.
III.

THE Los ANGELES DODGERS Vs. THE BROOKLYN
DODGERS

30

From their beginning in 1890 until their lamented departure in
1957, the Brooklyn Dodgers were loved by the people of the borough, despite years of ultimate frustration in the World Series.3 '
First known as the Superbas and then the Robins, they gradually
became known as the Dodgers as fans were required to "dodge"
the trolleys in order to arrive safely at the ballpark. But two years
after Johnny Podres finally brought them success in the Series,
Brooklyn National League Baseball Club, Inc., the corporation that
owned the team, stunned the fans by deserting the borough for Los
Angeles. During this Brooklyn period, the owners had not
attempted to acquire any federal trademark protection.
Upon arrival on the west coast, the owners changed the name
to the Los Angeles Dodgers, Inc. and obtained trademark protection for "Los Angeles Dodgers." In 1967, protection was given for
the trademark "Dodgers." From 1958 to 1987, as the Dodgers prospered in the years of Sandy Koufax and Don Drysdale, and then, a
decade later, in the years of Steve Garvey, Davey Lopes, Bill Russell and Ron Cey. Trademarks brought the Los Angeles Dodgers
organization increasingly large sums of money for Major League
Baseball.32
30. The facts presented here are primarily drawn from the decision of Judge Constance
Baker Motley in Major League Baseball Properties, Inc., v. Sed Non Olet Denarius, Ltd., 817
F. Supp. 1103 (S.D.N.Y. 1993). Additional sources included: George Vecsey, Sports of the
Times; Another Reason to Hate Baseball, N.Y. TIMES, Aug. 8, 1993, § 8, at 5; Douglas Martin,
Dodgers Pressing Fight on Brooklyn Bar's Name, N.Y. TIMES, July 21, 1993, at B3; Those
Bumsl, NEWSDAY, July 11, 1993, Viewpoints, at 13; Douglas Martin, Historic Day at Bar;
Dodger Stays in Brooklyn, N.Y. TIMES, Apr. 9, 1993, at BI; Trial Ends in Fight Over Ownership of "Dodgers", N.Y. TIMES, May 31, 1992, § 1, at 43; Dennis Duggan, Barkeeps Can't
Dodge Lawsuit, NEWSDAY, May 19, 1992, at 8; Paul Moses, Dodgers Dump Brooklyn, Again,
NEWSDAY, Oct. 6, 1990, at 12; John Tierney, Another Dodger Rhubarb in Brooklyn, N.Y.
TIMES,

May 17, 1990, at B1.

31. For an account of the affair involving the borough and its beloved team, see PETER
GOLENBECK, BUMS: AN ORAL HISTORY OF THE BROOKLYN DODGERS (1984).
32. In 1991 retail sales of products licensed by Major League Baseball Properties, Inc.,
the licensing arm of the individual teams, exceeded $2 billion. Major League BaseballProperties, 817 F. Supp. at 1110. A comprehensive overview of the financial and legal aspects of
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After their move to Los Angeles, the Dodgers occasionally
used the name Brooklyn Dodgers for events such as old-timers
games and Roy Campanella Night, and in the display of photographs and memorabilia in clubs and restaurants. But not until
April 6, 1981, did the primary licensing agreement of the corporate
owner first make reference to the name and logo of the "Brooklyn
Dodgers." Thereafter, the Los Angeles Dodgers approved the use
of the "Brooklyn Dodgers" on T-shirts and other clothes; licensed it
for mugs, pens and Christmas tree ornaments; authorized its use in
advertisements for banks and airlines; and permitted it to be used in
connection with a book and a television series.
Our story returns to Brooklyn. In 1987, three men decided to
open a bar in Brooklyn that would employ a nostalgic theme building on fun and sports in Brooklyn. They initially chose the name
Ebbetts Field, the cozy former home of Dizzy Vance, Babe Herman, and Jackie Robinson. Although a trademark search revealed
no conflicts, they elected to skip that name when they discovered a
small restaurant using it in nearby Hicksville, New York.33
The three individuals were well aware of the Los Angeles
Dodgers, the team that had resided in Brooklyn in an earlier life.
They were equally aware that trademark law protected the terms
"Los Angeles Dodgers" and "Dodgers." The term "Dodgers" and
the mark "Dodgers" in the distinctive script were registered with
the federal Trademark Office in 1967. However, a trademark
search revealed no protection for the term "Brooklyn Dodger" in
any form or for any class. Consequently, the term apparently
belonged to no one.34 In September, 1987, they wrote the President
of the Los Angeles Dodgers to inform him of their intent to open a
bar called "The Brooklyn Dodger" and asked for his good wishes.35
He never responded.
Thereafter, they formed a corporation, obtained facilities, and
opened for business on March 17, 1988, as "The Brooklyn Dodger
Sports Bar and Restaurant." Then they went one step further to
protect their investment. On April 28, 1988, they applied to the
trademarks and licensing agreements is found in

MARTIN

J. GREENBERG, 1

SPORTS LAW

PRACTICE, ch. 8 (1993 & Supp. 1994). The standard licensing agreement with Major League
Baseball Properties, Inc. is included in Appendix G at page 451 of volume 2 of Mr. Greenberg's treatise.
33. Major League Baseball Properties,817 F. Supp. at 1111.
34. Id. at 1111-12.
35. Id. at 1116.
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Trademark Office for a service mark for restaurant and tavern services for the term "The Brooklyn Dodger." On August 9, 1988, they
further registered their mark as a service mark with the State of
New York.3 6
Having first investigated and then taken appropriate steps to
protect themselves, the three individuals intentionally tried to prepare a logo that was similar to that of the Dodgers in Los Angeles,
utilizing the same shade of blue, the same script, and the same tail
on the word. The exterior of the bar emphasized the Dodgers heritage. Employees wore shirts labeled with the "Brooklyn Dodger"
logo or the term "Brooklyn Dodger." They sold T-shirts and caps
labeled "Brooklyn Dodger." A baseball bat used by Jackie Robinson, autographed baseballs, newspaper articles, and a mural of
Ebbetts Field completed the decor. Both newspaper advertisements and corporate checks prominently used the term "Brooklyn
Dodger."3 7
To further convince patrons that they had indeed returned to
the glory days of Brooklyn, the menu included such items as
"Dodger Blue Cheese," "Deep Dish Dodger Pizza," "Ribs with
Dodger Sauce," and "Dodger Seafood Chowder." Recognizing
that for years the Dodgers had failed to win the Series and had
been called the Bums, the menu included "Bum's House Salad."
Surely the crowning touches, in salute to the Brooklyn Dodgers'
heroes of the 1950s, the Boys of Summer, 38 were such dishes as
"Dodger Pee-Wee Pasta," "The Furillo Hamburger," and "The
Duke Hamburger." No one who was raised watching, or even listening to Pee-Wee Reese roam at shortstop, Duke Snider hit them
over the fence, and Carl Furillo master the right field wall, could
resist the temptation to re-live the glory.39
The Los Angeles Dodgers first learned of the bar and its name
in July 1988. The attempt of the bar owners to register with the
Trademark Office was first published in the Official Gazette of the
United States Patent Office in February, 1989. The first request by
the Los Angeles Dodgers to change the name was made in April,
1989. When negotiations ultimately failed, a law suit was filed in
36. Id. at 1112-13.
37. Id. at 1113-14.
38. See ROGER KAHN, THE Boys OF SUMMER (1971). The title is derived from a poem
of Dylan Thomas.
39. Major League Baseball Properties,817 F. Supp at 1113.

1994]

MAJOR LEAGUE BASEBALL TRADEMARKS

1011

March, 1990.40 Basically, the Dodgers argued that the patrons of
the bar might be confused as to the ownership, and more significantly, that their own trademark would be undermined or diluted
by the restaurant's renegade mark.4 '
After amendments, discovery, a two week bench trial, and
eleven months of judicial deliberation, the opinion was issued in
April, 1993. The defendants prevailed. Federal Judge Constance
Baker Motley concluded that the plaintiff Los Angeles Dodgers
failed to prove "either actual confusion or likelihood of confusion"
between the plaintiff's marks and the defendants' use of the
"Brooklyn Dodger."42 In other words, under traditional trademark
principles, an appreciable number of ordinarily prudent consumers
was not likely to be confused as to the source of the services; that is,
they would not be inclined to believe that the restaurant and bar
were owned and operated by the baseball team in California.
In reaching this conclusion, the court systematically evaluated
eight factors: the strength of the plaintiff's trademark; similarities
between the marks used by the parties; the proximity of the products in both subject matter and distance; the likelihood that the
plaintiffs would eventually "bridge the gap" and offer the same
services as the defendants; actual confusion as shown by consumer
surveys; the good faith or intent of the defendant; the quality of the
services of the defendants; and, the sophistication of the consumers.
The court found that only
the first two factors favored the plaintiff
43
Los Angeles Dodgers.
The court also highlighted several other factors to support its
conclusion. First, the Los Angeles Dodgers had made no commercial use of the term "Brooklyn Dodgers" after their departure from4
the borough in 1957 until their limited resumption of use in 1981.
Second, although the plaintiffs had earlier knowledge of the restaurant, they did not demand a change for approximately one year,
during which time the defendants continued development and
investment of additional resources in the restaurant. Third, the
plaintiffs could have filed for trademark protection for "Brooklyn
40. Id. at 1108.

41. Id. at 1116-17.
42. Id. at 1118. A comprehensive discussion of the rationale of the decision of the federal trial court is found in Mark A. Robinson, Note, Intellectual Property-LanhamAct, 4
SETON HALL J. OF SPORT L. 205 (1994).

43. Major League Baseball Properties,817 F. Supp. at 1118.
44. Id.
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Dodgers" any time during a period of several decades. 4 5 Instead, it
was only after the lawsuit had been filed that the plaintiffs sought
'4 6
federal trademark protection for "Brooklyn Dodgers.
Lastly, recognizing that the issue in question was not the use of
"Dodgers," but the use of "Brooklyn Dodgers," the court found
that the term represented a non-transportable cultural institution.
The court held that the term had acquired a secondary meaning
during its use over decades in Brooklyn, and that the team had
abandoned the name when it abandoned the borough. It had used
the term only for sporadic or historical interest, and virtually without compensation. The Los Angeles Dodgers' failure to use it for
twenty-three years, from 1958 through 1981, constituted abandonment of any common law trademark claims. Neither the limited
resumption of use of the mark in 1981, nor the additional sporadic
use commencing in 1989 on a more formal basis, could overcome
the abandonment. Any priority commenced with the resumption of
use and did not relate back to the team's original use. Further, any
rights gained by the resumption were limited to those fields of use,
namely clothing and novelty items, in which the mark was actually
used. In contrast, these defendants were using it in the entertainment and restaurant field.4 7

In conclusion, the court refused to enjoin the defendants' use
of the "Brooklyn Dodger" mark in this singular restaurant seeking
patrons among older Brooklyn Dodgers fans in the borough of
Brooklyn. Furthermore, the court also refused to cancel the registration on the mark "Brooklyn Dodgers" which was issued in 1989
and subsequently to the Los Angeles Dodgers for such classes as
novelties. While the defendants could use the name for the restaurant, any attempt to expand beyond Brooklyn, to license other restaurants, or to apply the mark to other products would be of
questionable validity.4"
IV.

THE FUTURE

A series of examples will facilitate understanding the scenarios
and issues:
45.
46.
47.
48.

Id.
Id. at 1125-26.
Id. at 1134.
Major League Baseball Properties,817 F. Supp. at 1133-35.
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A. Same City/Same Name
Of the twenty-eight major league teams, only nineteen have
spent their entire twentieth century existence in one town using the
same name. Examples include the Chicago Cubs, the Detroit
Tigers, and the Pittsburgh Pirates. Their names and logos are properly registered as trademarks and used in commerce by the owners
or licensed by the owners. Possible conflicts would arise if someone
comes along who wishes to use the name and a similar logo for a
product or service that is not claimed, used, or licensed by the baseball team. Suppose a business wishes to market Chicago Cub paints
or a Detroit Tiger box of tissue or a Pittsburgh Pirate automobile
battery. The legal issues would be whether the public is confused as
to the source of the new products and whether the new products
dilute the value of the original mark. Even if permitted to use a
mark, the subsequent user might be required to take reasonable
steps to avoid confusion.49
Expansion teams have been swift to protect and capitalize on
their trademarks. Both the Colorado Rockies and the Florida Marlins filed their first trademark applications in July, 1991, immediately after the names were chosen and the public had been
informed.
B.

Different City/Same Name

Between 1953 and 1972, ten teams moved from one city to
another. No teams have moved since then. In six relocations, the
teams have kept the same name: the Los Angeles Dodgers, the San
Francisco (formerly New York) Giants, the Oakland (formerly Philadelphia and Kansas City) Athletics, and the Atlanta (formerly
Boston and Milwaukee) Braves. In light of the lawsuit described
above, most of these teams aggressively moved in the late 1980s to
trademark their own name. For example, in November and
December of 1989, the Atlanta Braves registered four logos for the
"Boston Braves." During the same general time period the Oakland Athletics registered four logos for the "Philadelphia Athletics," specifically for mugs, shirts, and Christmas tree ornaments.
Neither the Kansas City Athletics nor the Milwaukee Braves have
registered any marks. Surprisingly, the San Francisco Giants apparently have made no attempt to register the "New York Giants."
49. 2 MCCARTHY, supra note 20, at § 23.3[4].
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C. New City/New Name
Four teams have moved to a new city and, trying to forget the
past, have changed their name: the Baltimore Orioles (until 1953
the St. Louis Browns); the Minnesota Twins (until 1960 the Washington Senators); the Texas Rangers (from 1961 until 1971 the second version of the Washington Senators); and, the Milwaukee
Brewers (known in 1969 as the Seattle Pilots). The Baltimore Orioles have two registered trademarks on the St. Louis Browns and
the Texas Rangers have three registered trademarks on the Washington Senators. Not surprisingly, no one presently appears to be
protecting the Seattle Pilots.
D. Same Town/Same Team/Different Name
This situation was common in the early days of baseball: the
Hilltoppers became the Yankees; the Beaneaters became the
Braves; the Pilgrims became the Red Sox; and, most dramatically,
the Broncos were transformed to the Blues, the Naps, and the
Molly McGuires before finally emerging as the Indians. Currently
only one team, the Houston Astros, falls into this category.50 From
1962 to 1964 they were known, and probably not too fondly, as the
Colt .45s. Upon moving into their new indoor stadium, they
changed names. Perhaps that explains why no registered trademarks can be found. The question of whether or not T-shirts, mugs,
and pencils with the name or logo can be obtained anywhere is
unclear. The only claim on Colt .45 is by Western Sizzlin
Steakhouse, which applied the name to one of its food items in
October 1962, about the time the Houston team began to play. The
other former names are not protected. Any entrepreneur is free to
open a restaurant and call it the "Boston Beaneaters" or the
"Cleveland Molly McGuires."
E. Return to Former Town/Former Name
Suppose that the District of Columbia obtains a major league
baseball team again some day. May the team call itself the Washington Senators? Admittedly, a new team might be reluctant to
burden itself with the decades of disaster and disappointment that
symbolize the two former Senator teams. But assume for a moment
that the forces of tradition prevail. A trademark search would
50. Other recent name changes have been insignificant; the Cincinnati Redlegs became
the Reds, and the Oakland A's expanded to the Athletics.
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reveal that the Washington Senators mark is controlled by the present team in Texas. Perhaps that team would consent. Perhaps the
name could be used with a different logo. A court might conclude
that the team in Texas deserted the citizens of the District of
Columbia, and thereby abandoned the name completely, not just
partially, as the Brooklyn Dodgers had. Even though the names
and logos were similar, the public might not believe that items with
the name Washington Senators came from the team in Texas, as
opposed to that future team playing in the District of Columbia.
Indeed, in 1990 a group did file for a trademark protection on the
Washington Senators; however, the application was later
withdrawn.
In the case of Washington, there are other options. It might be
advisable for the team to simply call itself the Washington Congressmen. Or, to avoid the forces of political correctness, the team
could be identified as the Washington Congresspeople. Or, to
avoid the wrath of speakers and writers of traditional english, the
team might prefer to be known as the Washington Members.
Another suggestion might be the Gatekeepers, thus reminding fans
of recent, prominent Washington events, starting with Watergate
and continuing through Whitewatergate.
F. The Future City/the Future Team
St. Petersburg has a stadium and dreams of a team. Phoenix
needs an indoor sport for the desert summers. An enterprising
individual or group could trademark a potential name for the team,
perhaps the Manatees or the Gila Monsters. Then, to secure it, the
individual could use it on T-shirts. If a team is eventually awarded
and if then the owners select that name, then arguably the team
could use the name only with the consent of the holder.
Two recent examples provide guidance to such far-sighted
sports fans or entrepreneurs. In 1979, a Los Angeles attorney who
suspected that the Oakland Raiders might succeed in their antitrust suit against the National Football League shrewdly took out a
state trademark on the name "Los Angeles Raiders." When the
team ultimately came south and began marketing its product, it
encountered the pre-existing mark. The lawyer demanded and
received ransom in the form of four seats on the 50-yard line.5 '
51. Lawrie Mifflin & Michael Katz, SCOUTING; Raiding a Name, N.Y. TiMES, Sept. 14,
1992, at D1.
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Later came an even more impressive marketing coup. In 1989,
after his team had triumphed in two consecutive National Basketball Association championships, Pat Riley, coach of the Los Angeles Lakers, anticipatorily obtained a federal trademark on his newly
conceived expression "Three-peat." 52 Although the Lakers were
unsuccessful in their bid for a third consecutive championship the
"Three-peat" feat was achieved by the Chicago Bulls in 1993. Pat
Riley, coaching the New York Nets at the time, shared in their triumph. The various products emblazoned with the catchphrase
which Riley had the foresight to trademark brought him royalties of
at least $300,000.53
V.

CONCLUSION

The victory of these three men, their bar, and the borough of
Brooklyn may be transitory. Regardless of whether an appeal is
successful, Major League Baseball has learned a valuable lesson.
Teams that desert their home and their fans must act aggressively
and affirmatively to preserve their names. The last five years
demonstrate that they have done just that in order to protect the
potential revenues from their former names. In the meantime, the
three defendants and the Brooklynites have achieved at least some
small measure of victory by repatriating the Dodgers to Brooklyn.

52. Richard Sandomir, The Economics of a Sports Cliche, N.Y. TIMES, June 22, 1993, at
D1. There are "stories" that Riley did not conceive the expression, but actually overheard
one of his players say it; the player obviously did not appreciate the trademark potential.
See, e.g., E. J. Montini, '3-peat' Riley Wins, Even When Losing, ARIz. REPUBLIC, June 25,
1993, at Bi.
53. Michael Hiestand, "Four-peat"a Phrase That's Worth Coining, USA TODAY, June
22, 1993, at 1c. See also Eric Zorn, Still May Be Time to Think High Fives, CHI. TRIB., Aug.

29, 1993, Chicagoland, at 1. Mr. Zorn suggests that "Riley probably only realized about a
million dollars."

